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*E.I.P.R. 225 Abstract

Morality-based restrictions on trademarks are prevalent in trademark legislations worldwide, existing
in 163 out of 164 WTO member states. In 2019, the United States Supreme Court held that such
restrictions fall afoul of their free speech jurisprudence. Yet, in the process, the Court explicitly
emphasized the significance of linguistic regulation rooted in moral principles within trademark law.
Despite having housed these provisions for over four decades, no legislative or judicial body has
interpreted morality-based proscriptions in Indian law. The administrative practices of the Indian
Trade Marks Registrar and a review of the Indian Trade Marks Register convey inconsistency in
applying the ban against ‘scandalous’ and ‘obscene’ content in Indian trade mark law. These findings
highlight the urgent need for comprehensive guidelines that combine legislative heritage and insights
from Australian law to establish a consistent framework for identifying the import and meaning of
‘scandal’ and ‘obscenity’ in Indian law.

Introduction

Morality-based prohibitions on trademark registrations are a ubiquitous element of domestic
trademark laws. A study compiled in 2016 suggests that out of the 164 members of the WTO, 163
member states include morality-based proscriptions on trademark registration.* However, the laws
that established some of the world’s first trademark registers? did not include such restrictions.? It was
?nly in 1875 that UK’s Trade Mark Registrations Act prohibited the registration of scandalous designs.

After 1875, the morality-based prohibitions on trademark registrations found recognition in the Paris
Convention for the Protection of Industrial Property (Paris Convention) in 1883, which allowed
member states to reject any marks "contrary to morality or public order".® The Trade Related Aspects
of Intellectual Property Rights (TRIPS) Agreement 1994, did not change the morality-based
proscriptions against trademark registration and allowed member states to deny registration of
trademarks in line with the Paris Convention.® The discretionary wording in these international treaties
recognizes that moral standards differ between countries and that the law needs to reflect such

diverse standards.”

While morality-based restrictions find recognition in the international treaty framework, through Paris
Convention,® the language in domestic statutes remains diverse. The contemporary English
Trademark law prohibits registration when the subject marks are *E.I.P.R. 226 "contrary to public
policy or to accepted principles of morality." Alternatively, Australian law prohibits the registration of
scandalous marks,”® and Canadian prohibition extends to scandalous, obscene, and immoral
trademarks.** The Indian trademark statute prohibits registration of marks that might offend religious
sensibilities of Indian residents™ and marks which contain scandalous or obscene matter.*

The morality-based restrictions on trademark registrations are notorious for lacking judicial
engagement. Prof. Farley notes, "The regulation of morality in trademark law is one of those topics
which generates more law review articles than cases."* However, this position was substantially
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altered between 2017 and 2019 when the United States (US) Supreme Court, in two decisions, held
that the restrictions against disparaging,™ scandalous, and immoral marks'® violate the principles of
the First Amendment.*

Unlike the constitutionally challenged morality-based limitations in American law, the Indian legal
framework on the subject remains considerably more ambiguous. Since its implementation in 1940,
no judicial decisions have interpreted or examined the scope and meaning of the provision in the last
eight decades. Further, while the provision traces its origins in English Trademark Law,*® it has
diverged from the English model and instead adopted the legislative approach of Australia.** The
office actions and guidelines developed by The Office of the Controller General Patents, Designs &
Trade Marks® has omitted to engage with the theoretical and legislative lineage of this provision,
leading to unpredictable and inconsistent results.

This study represents an effort to identify the interpretation of the bar against ‘scandalous’ and
‘obscene’ marks in India by examining the legislative and jurisprudential ancestry of the provision.
Further, by examining the guidelines and the conduct of the Trade Marks Registrar, the study
highlights significant inconsistencies in the application of the proscription. This research, however, is
only concerned with determining the interpretation of the Indian rule against ‘scandalous’ and
‘obscene’ trademarks. The constitutionality of the proscription within Indian free speech jurisprudence
is beyond the scope of the present study.

Part 1 of the study underlines the importance of linguistic regulation in trademark law. While the
section does not speak to the model of such regulation, it attempts to emphasize its importance in
contemporary trademark statutes. To undertake this exercise, the authors study the US Supreme
Court’s decision in lancu v Brunetti, where the court deemed the prohibition of ‘scandalous’ and
‘immoral’ marks unconstitutional based on free speech principles. Despite striking down the provision,
the Supreme Court acknowledges the pivotal role of linguistic regulation in trademark law. Part 2
traces the legislative origin of the morality-based restrictions in Indian trademark law to Australian
Trade Mark Law. The section analyses Australian trademark jurisprudence to identify relevant
guidelines for the application of morality-based proscriptions in Indian law. Part 3 is an applied study
focusing on the Indian Manual of Trade Marks, and Indian Trade Marks Register. It aims to examine
the axioms identified in Pt 2 and applies them within the context of the Indian Trade Mark Registrar’s
practices.

Morality-Based restrictions in American Trademark law

Morality-based proscriptions first appeared in American Trademark Law in 1905 and were later
reenacted as s.2(a) of the American Trademark Act 1946 (Lanham Act).?? While the underlying
rationale for the inclusion of such restrictions remains contested,” the provisions have received
overwhelming criticism for being vague, undefined and difficult to apply. Profs Carpenter and Murphy
emphasise that because of a lack of sufficient definitional standards, trademark examiners continue to
apply erratic explanations when applying the provision *E.I.LP.R. 227 and arrive at inconsistent
results.** Despite the vague mandate, the challenges to the constitutional validity of s.2(a) remained
unsuccessful until 2017.%

In 2017, an Asian-American dance rock band attempted to register the mark ‘The Slants. ' The term
was a derogatory slur taunting the ‘slanted eyes’ of some people of the Asian descent, at a time when
America was at war with some Asian countries.”> The band had adopted the mark in 2011 in an
attempt to represent the Asian-American community.”” The band name was an attempt to recode the
racial, cultural and ethnic aspersions associated with the word ‘Slants. "> However, the United States
Patents and Trademark Office (USPTO) accused their mark of disparaging the Asian-American
population.”” The band was being accused of perpetuating the trope associated with systemic racism,
ironically undermining their efforts to counter those very stereotypes. This aspersion was confirmed
by the Trademark Trial and Appellate Board (TTAB).*

In 2017, while reviewing the registrability of the mark ‘The Slants, ’ the United States Supreme Court
in Matal v Tam held that "speech that demeans based on race, ethnicity, gender, religion, age,
disability, or any other similar ground is hateful; but the proudest boast of our free speech
jurisprudence is that we protect the freedom to express the thought we hate."** The Court held that
the bar against disparaging marks is capable of sanctioning certain viewpoints, while fostering others,
thus resulting in viewpoint discrimination.** Such a law can be misused to silence minority or
dissenting voices and is violative of the rights enshrined in the First Amendment.*
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In 2017, when reviewing the constitutionality of disparaging marks, the US Supreme Court focused on
how the subject provision failed the test of viewpoint neutrality. The Court did not emphasize or
highlight any redeeming qualities of the provision. However, this position changed when two years
later, the dispute before the Supreme Court questioned the validity of a bar against ‘scandalous’ and
‘immoral’ marks.* The manner in which the Court highlighted the importance of linguistic regulation in
trademark law, and offered guidelines on how a constitutionally valid provision dealing with
morality-based proscriptions can be drafted is discussed in the following section.

lancu v Brunetti

Erik Brunetti, an artist famous for his assaults on the American culture critiquing capitalism,
government, religion and pop culture, applied for the registration of the trademark ‘FUCT.’ He alleged
that the mark was an acronym for ‘Friends U Can’t Trust.” Talking about the potentially controversial
brand name’, which was a homonym for the word ‘Fucked,’ Brunetti said, "It was very premeditated.
We didn’t wanna just call it FUCT to make it look crazy. We wanted it to be confusing."*

The USPTO, and subsequently the TTAB, denied Brunetti's attempt to register the mark for
containing scandalous and immoral matter.®** The TTAB held that the mark was "highly offensive" and
"vulgar" with "decidedly negative sexual connotations." The examiners also examined the advertising
material associated with the brand and held that it was associated with "extremely nihilistic" imagery,
which "communicated misogyny depravity and violence."*

On appeal, the Court of Appeals for the Federal Circuit (CAFC) agreed that the mark contained
scandalous and immoral material.** However, they questioned the constitutionality of s.2(a), and held
that there was no public interest in proscribing the registration of the mark FUCT.* The CAFC
decided that the provision proscribing ‘scandalous’ and ‘immoral’ marks remains vague and
ambiguous and fails the constitutional muster.

The Supreme Court admitted a writ of certiorari against the CAFC decision. The majority decision of
the US Supreme Court in lancu v Brunetti was a logical extension of the principles established in
Matal v. Tam.*® Unlike *E.I.P.R. 228 the CAFC whose decision was predicated on ambiguity, the
Supreme Court held that the ban against scandalous and immoral marks "discriminate against
speech based on the ideas or opinions it conveys."* The majority decision of the Supreme Court
emphasized that similar to the proscription against disparaging marks, the prohibition to register
‘scandalous’ and ‘immoral’ marks constitutes a viewpoint based regulation. Such regulation allows
registration of marks whose messages align with, rather than challenge, society’s standards of
decency and propriety.”> Explaining the reasoning of the court, Justice Alito explained that the
decision of the majority was "not based on moral relativism, but on the recognition that a law banning
speech deemed by government officials to be ‘immoral’ or ‘scandalous’ can easily be exploited for
illegitimate ends."*

The continued relevance of linguistic regulation

While the issues surrounding viewpoint neutrality and the application of First Amendment
jurisprudence pertain exclusively to American legal frameworks and are irrelevant to Indian law,* the
focal point of studying the decision lies in the Court’s nuanced stance. Despite outright condemnation
of the extant statute’s form, the Court underscored the intrinsic value of linguistic regulation. This
position was strikingly clear in the four minority opinions filed by the eight-judge bench.*®

This proposition was best explained by Justice Alito who explicitly suggested that the Supreme
Court’s decision in lancu does not prevent Congress from adopting a more carefully worded statute.*®
Similarly, Justice Breyer suggested that "an applicant who seeks to register a mark should not expect
complete freedom to say what she wishes, but should instead expect linguistic regulation."

The keen interest in arguing in favor of linguistic regulation stemmed from concerns about the
potential implications of the Brunetti decision on trademark law. The minority opinions expressed the
concern that removal of the bar against ‘scandalous’ and ‘immoral’ marks could "further coarsen our
popular culture."® As Justice Breyer exclaimed, "Just think about how you might react if you say
someone wearing a T-shirt or using a product emblazoned with a racial epithet."*® Similarly Justice
Sotomayor remarked that after Brunetti, there could be a rush to register "the most vulgar, profane or
obscene words and images imaginable."*

Therefore, a cumulative reading of the majority and minority decisions in lancu v Brunetti suggests
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that the court was concerned with an outright prohibition of certain ideas in the trademarks register.
The Court suggested that a provision which does not impeded ideas but regulates their expression
can pass the constitutional challenge.* The distinction between prohibiting ideas and only prohibiting
certain expressions of ideas has been explained by Prof. Calvert through an example: In the phrase
‘Fuck the Draft,” what is offensive is the use of the word ‘Fuck,” which in and of itself is not a
viewpoint, but only a word that violates certain norms of civil discourse in polite society and this gives
offense to some people by its very utterance.* For example, both ‘Fucked up Clothing’ and ‘Messed
up Clothing’ convey a similar idea, yet the former is vulgar and offensive in its presentation. According
to the lancu decision, while the latter cannot be injuncted, the former can and should be.*

Therefore, the lancu decision, emphasizes the US Supreme Court’'s nuanced view on balancing
freedom of speech and linguistic regulation. Unlike other jurisdictions, the US deems morality-based
restrictions unconstitutional.> However, as seen in opinions by Alito, Breyer and Sotomayor, the
decision underscores that linguistic regulation is vital, even in a legal landscape valuing free speech.

The US Supreme Court’s ruling highlights the crucial role of linguistic regulation in trademark law,
specifically addressing morality-based proscriptions. However, as observed in US Trademark law,
these provisions are *E.I.P.R. 229 notably plagued by vague definitions and inconsistent application.
> The next section endeavors to analyse the scope and interpretation of morality-based proscriptions
within the context of Indian trademark law.

Indian Trademark Law and the regulation of scandalous and obscene marks

The first statute to regulate trademarks in India was introduced in 1940, and was "essentially a copy
of the UK Trade Marks Act, 1938 ."** Prior to 1940, Indian trademark matters were governed by
English common law, with infringement issues addressed by the Specific Relief Act, 1877, and
registration regulated by the Registration Act, 1908.%* The concerns of morality were regulated by s.8
of the Act of 1940, which emulated the English law on the subject,>® and restricted the registration of
marks which contain matter that is either scandalous or contrary to morality.®

The Act of 1940 was replaced in 1958. Consolidating the various laws affecting trademark regulation
in the country, the Act of 1958 was the result of a comprehensive review of Indian trademark laws,**
conducted by a committee chaired by Justice Ayyangar in 1955.% Following the committee’s
suggestions, an amending bill was introduced and after a process of consultation and revision,*® it
was enacted as the Trade and Merchandise Marks Act, 1958.*

In his report, the committee suggested that s. 8 of the Act of 1940 and its concomitant provision in
English Law had suffered some judicial criticism and should be amended. To reenact a provision that
is "simple, elegant and with the least amount of ambiguity," the committee turned to Australian
Trademark Law. The final language of the renewed provision was adopted from s.28 of the Australian
Trade Marks Act 1955.%

The resultant provision, s,11(c) of the Act of 1958 prohibited the registration of marks which
"comprises or contains scandalous or obscene matter." The Trade Marks and Merchandise Marks
Act, 1958 has since been repealed by the Trade Marks Act, 1999.%® However, the statutory language
concerning the ban against obscene and scandalous marks remains unrevised, and follows the
Australian statutory language.®

While an unabridged version of the prohibition against registration of scandalous or obscene marks
has survived in Indian law for over four decades, no judicial decisions have interpreted or examined
the scope and the meaning of the provision.”® The lack of judicial commentary and minimal academic
engagement with the issue adds to the confusion and incoherency regarding the meaning and
interpretation of the terms ‘scandalous’ and ‘obscene.’

In investigating the legislative origins of Indian trademark law and interpreting the term ‘scandalous,’
Australian trademark law emerges as the closest linguistic parallel.”” Consequently, the following
section examines the interpretation of ‘scandalous’ in Australian law. While these stipulations cannot
be superimposed on Indian law, in light of the absolute dearth of judicial engagement with the
provision in Indian law, the Australian law provides essential guidelines.

What is scandalous: Australian foundation for determining scandal

The prohibition against the registration of scandalous marks in Australia, traces its lineage to colonial
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trade mark statutes.”” It appeared as s.114 in the Trade Marks *E.I.P.R. 230 Act 1905, which
established Australia’s first national trade marks register.”* The provision prohibited the registration of
scandalous designs and marks which would be contrary to morality.”*

When the Australian Trade Marks Act 1905 was replaced by the Trade Marks Act 1955, the mandate
of s.114 was absorbed by s.28.” However, the newly enacted provision deleted the reference to
marks that would be contrary to morality and reduced its scope to scandalous marks. The importance
of this deletion was emphasized by the Australian Attorney General’s report from 1950, which laid the
foundation for the new Australian Trademark law.” The report emphasized that "Clause 28, while in
different words, has in substance the same effect as section 114 of the present act (Trade Marks Act,
1905), but it relieves the registrar of the court from the consideration of ‘morality’."” The position of
the Attorney General regarding the reference to morality was reaffirmed in 1992 when an Australian
Working Party Report on Trade Mark Law emphasized that matters of morality are "inappropriate for
the bureaucracy to determine.” “ The opinions from the Attorney General and the Australian Working
Party clearly suggest that when examining potentially ‘scandalous’ marks, the examiners should not
make a reference to morality.

Therefore, it is clear that the Australian law has moved away from a restriction against immoral marks
and has narrowed its restriction to scandalous marks. Prof. Amanda Scardamaglia notes: "it is evident
that the emphasis in Australia has certainly shifted over time, from a concern with morality to the
current emphasis on marks that are deemed scandalous.” ** The determination of what constitutes a
scandalous mark is handled by the (Australian) Trade Marks Office as a matter of practice.”

The Trade Marks Act 1955 has since been repealed by the Trade Marks Act 1995. However, the
statutory language concerning the ban against scandalous marks remains unrevised.” Section 42(a)
of the Trade Marks Act 1995 continues to restrict its scope to marks which "contains or consists of
scandalous matter."

A framework for determining Scandalous content in Australia

The Australian Trade Marks Manual suggests that the bar against scandalous marks intercepts
marks: (1) with elements of personal abuse, (2) with racial or ethnic abuse, (3) incorporating abuse of
the national flag, 4) incorporating religious intolerance/abuse,?® and (5) trademarks inciting violence or
supporting terrorism.* In dealing with these categories and determining whether a term is
scandalous, the Registrar's decision "must be made on the merits of each case, taking into account
the words or images applied for, the intended market for the goods/services involved and the level of
acceptance of the terms within the general population."®?

Professor Huang suggests that the determination of whether a mark is scandalous involves a
two-prong inquiry: First, the meaning along with the social and cultural relevance of the mark should
be established. After then, the effect of the mark in reference to the relevant goods should be
examined.” However, when considering the context of use, the prohibition is only concerned with the
normal, expected usage of the relevant marks, rather than the possible usage. For example, if a mark
is applied in reference to T-shirts, the Registrar is not required to consider whether the use of the
T-Shirt ir814a church would be considered offensive, as that is a possible but not the normal use of the
product.”™

Based on the difference between the normal and potential use of a mark, a distinction can be drawn
between marks which are scandalous and ones that have a propensity to be scandalous. In 2012, an
appeal was filed before the Australian Trade Marks Office (ATMO) against the examiner’s rejection to
register the mark ‘POMMIEBASHER.’ In rejecting the application for registration, the examiner held
that the mark was offensive to English people.” On appeal, the ATMO clarified that the Registrar
should clearly differentiate between marks which have a tendency to be scandalous and marks that
are actually scandalous.?® The Court held that while the word ‘POMMIEBASHER’ refers to an
individual who *E.I.P.R. 231 is biased against English people, perhaps to an unpleasant degree, it is
not an offensive word per se. The fact that it can be used offensively by a subset of people cannot
preclude the mark from registration.?

Another important learning from the Australian Trade Marks practice relates to the role of moral
standards in trademark prosecution inquiries. While adjudging the registration applications, the
registrar is expected to give effect to moral standards rather than setting them.®® Further, these moral
standards are fluid, and with change in societal standards, the meaning of the term ‘scandalous’ is
susceptible to change.* For example, in 2011 an Australian Trade Marks examiner rejected the
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registration of the mark NUCKIN FUTS. The examiner argued that the mark was an obvious
spoonerism for the offensive term: ‘Fucking Nuts.” On appeal, the applicant argued that "the word
‘fuck’ or ‘fucking’ is now part of the universal discourse of the ordinary Australian language."®® The
argument persuaded the ATMO, and the mark was registered with the condition that it would not be
marketed to children.**

In other cases, the ATMO has allowed the registration of marks such as FUCT,” FUCKERWARE.*
While these marks can be potentially scandalous, their inventive and imaginative spoonerism saved
them from the bar against registration. The continued existence of such marks on the Australian
trademarks register suggests the term ‘scandalous’ entails a high bar.**

While high, the bar set by use of the word ‘scandalous’ is not impenetrable. Direct references to
obscene words have been intercepted by Australian law. For example, in Kuntswear Pty. Ltd.,”* a
Dutch clothing brand sought the registration of the mark ‘KUNT.” The examiner rejected the
registration, claiming that the mark very closely resembles or is a phonetic equivalent of the obscene
word ‘CUNT".

Therefore, by reviewing the actions of the ATMO and the principles outlined in the Australian Trade
Marks Manual, the following framework for the determination of scandalous marks emerges:

The bar against scandalous marks does not allow the bureaucracy to engage in matters related to
morality.

There is a clear difference between scandalous marks and marks which tend to be scandalous. Many
words in the dictionary can be used offensively. However, not all those words can be denied
registration.”” E.g.: POMMIEBASHER.

The context of the use of any mark is relevant to determining whether the mark is scandalous.”® E.g.:
NUCKIN FUTS

The boundaries of scandalous language fluctuate with shifting cultural norms. The Trade Mark
Registrar is only expected to give effect to the societal norms rather than setting them.*

These guidelines can serve as an important starting point for studying the prohibition against
‘scandalous’ marks in India. The Australian cultural milieu is significantly different from its Indian
counterpart, and what is culturally tolerable in Australia can be very different from India. Therefore,
while the decisions from Australian trademark law would have a very limited bearing in Indian law, the
open-ended statutory guidelines, such as those explained in this section, provide an important
framework to study the issue of morality based proscriptions in India. With an understanding of the
guidelines which dictate the meaning of scandalous marks, the next section examines the Indian
legislative history and scope of the provision against the registration of obscene marks.

What is obscene: Identifying the foundation for determining obscene matter

The proscription against obscene mark is somewhat of an oddity in Indian trade mark law. How the
term "obscene" came to be included in s.9(2)(c) of the Indian Trade Marks Act, 1999 is not made
clear in the provision’s legislative history. As explained earlier in Pt 2, s.9(2)(c) of the Indian Trade
Marks Act, 1999 employs *E.I.P.R. 232 identical language to s.11(c), of the Trade and Merchandise
Marks Act, 1958. In 1958, when the Indian trademark law was reshaped, the language of s.11(c) was
adopted from s.28 of the Australian Trade Marks Act 1954.**° However, the Australian law, both at the
time of adoption'™ and till date,"” does not include a prohibition against registration of ‘obscene’
marks. The Australian trade mark jurisprudence suggests that obscene marks form a subset of

scandalous marks.*%

The Ayyangar Committee, which is credited with the development of the Act of 1958, did not suggest
the use of the term ‘obscene.’ ' After the Committee’s report was submitted, the Ministry of
Commerce conducted consultations within the business community to gauge their expectations from
a revamped trademark legislation. Some of these suggestions were included as amendments in the
new law.*® The resulting bill amalgamated the Trade Marks Act, 1940, the Merchandise Marks Act,
1889 and provisions from the Indian Penal Code into a comprehensive law regarding the regulation of
trademarks: The Trade and Merchandise Marks Bill.*®® The renewed Bill was then referred to a Joint
Parliamentary Committee (JPC) and later translated to the Trade and Merchandise Marks Act, 1958.
' The JPC submitted meticulous evidence of their discussions'® and suggested several

amendments to the proposed bill.**® However, the JPC did not make any comments or suggestions
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regarding the bar against scandalous or obscene marks.

Therefore, it is unclear how and at what stage the bar against obscene marks was introduced in the
resulting statute. Given the absence of any administrative debate, any inference regarding the origin
of the bar must remain hypothetical. Further, a significant complication in interpreting this clause
stems from the absence of judicial, scholarly, or legislative engagement. However, in order to identify
broad guidelines for examining the import of the word ‘obscene,’ the authors turn to Indian criminal
law.

Prior to examining Indian criminal law, it is important to highlight that the nature of regulation within
s.292 IPC is very different to the regulation offered by s.9(2)(c) of the Trade Marks Act, 1999. Unlike
trademark law which potentially regulates protected and unprotected commercial speech,*® criminal
law can extend its reach to encompass non-commercial, artistic, and political expression.*** Further,
given that s.9(2)(c) of the Trade Marks Act entails a civil penalty affecting only mark registration, not
its marketplace usage,™? the constitutional scrutiny applied to s.292 of the IPC would be notably more
rigorous. Given the distinct regulatory approaches of criminal law and trademark law, particularly in
the context of s.292 of the IPC and s.9(2)(c) of the Trade Marks Act, the construction of obscenity
within these two legal frameworks could significantly differ. This potential disparity is influenced by

trademark law’s potential focus on commercial speech, which enjoys reduced degree of protection.***

However, the debate regarding the interaction between trademark law and the commercial speech
doctrine is not entirely settled.”* There can be situations where even trademarks constitute
non-commercial speech and convey political and social messages.* This was evident in the case of
The Slants, where Alito J argued that "trademarks often have an expressive content. Companies
spend huge amounts to create and publicize trademarks that convey a message. It is true that the
necessary brevity of trademarks limit but they can say. But powerful messages can sometimes be
conveyed in just a few words.""® Further, in the CAFC decision in lancu v Brunetti, Judge *E.I.P.R.
233 Moore argued that the bar against scandalous and immoral registrations hinges on the

expressive, not the source identifying nature of the marks.***

Hence, although criminal law governs a distinct subset of ‘speech,” there can be instances where
trademarks encompass social or political messages. In such cases, the interpretation of ‘obscenity’ in
trademark law should be equally restrained, mirroring the constitutional scrutiny imposed on criminal
law. However, when trademarks lack non-commercial messaging, leaning on criminal law merely
functions as an initial step in comprehending obscenity within trademark law. This reliance becomes
more pronounced in the absence of clear judicial, academic, or administrative guidance elucidating
the nuances of obscenity in the context of trademark law.

Evolving contours of ‘obscenity’

Within Indian law, obscenity has been defined by s.292 of the Indian Penal Code, 1860 (IPC).**® The
provision provides that any material is said to be obscene if (1) it is lascivious or (2) it appeals to the
prurient interest, or (3) its effect is such to tend to deprave and corrupt persons, who are likely to
read, see or hear the matter contained or embodied in the said material.* Interpreting this provision,
the Supreme Court held that obscenity denotes the quality of being obscene which means offensive
to modesty or decency; lewd, filthy and repulsive.***

The very first case to interpreted the scope of obscenity was Ranijit Udeshi v State of Maharashtra in
1965.** In Ranjit Udeshi, the Supreme Court sat in judgement over the sale and publication of the
unexpunged copies of DH Lawrence’s Lady Chatterley’'s Lover. The novel spoke about the
extramarital relationship between an aristocratic woman and her gamekeeper. Adopting a morally
paternalistic approach,*? the Court held that regardless of any artistic or literary merit, obscenity has
to be adjudged in line with the effect of the subject creative medium on ‘children and weak-minded
adults.”** The standard effectively meant that all speech in the public domain has to be adjudged on

the basis of an especially susceptible group of people.**

After Ranjit Udeshi, multiple courts reinterpreted and restricted the scope of obscenity.’” In Raj

Kapoor, the Court held that many of the world’s greatest forms of arts would be "asphyxiated by law, if
prudes and prigs and State moralists prescribe paradigms and proscribe heterodoxies."® In
Samaresh Bose, the Court differentiated between obscenity and vulgarity and held that mere
reference to sexual themes does not render a material obscene.*®” Unless there is something which
would shock of offend the taste of ordinary and decent minded people, vulgarity cannot be equated

with obscenity.**® The Supreme Court further dissociated itself from the Ranjit Udeshi case in 2007**
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and 2010.** The Court repeatedly insisted that the test for obscenity must be based on the
contemporary community standards which reflect the sensibilities as well as the tolerance levels of an
average reasonable person, not someone who is inherently prone to being corrupted.

From moral paternalism to community standards

The seeds of dissent sown by in 2010 and 2012 led the Supreme Court to overrule the Ranijit
Udeshi’s obscenity standard in 2014.** In Aveek Sarkar v State of West Bengal,*** the Court was
concerned with a magazine cover featuring a Caucasian tennis star, Boris Becker, posing semi-nude
with his dark-skinned wife, Barbaba Feltus.**® The State of West Bengal had labelled the cover
obscene, and a bookstore owner was prosecuted and convicted under s. 292 of IPC. In substantiating
their position, the *E.I.P.R. 234 State of West Bengal, placed reliance on the Ranijit Udeshi standard.
The Supreme Court argued that with time the standard for adjudging obscenity must also change.
Accordingly, a new ‘community standards’ test was laid down. The test shifted its focus from the most
vulnerable group and impressionable minds to an average person.** Writing for the Court Justice

Radhakrishnan observed:

"only those sex-related materials which have a tendency of "exciting lustful thoughts" can be held to
be obscene, but the obscenity has to be judged from the point of view of an average person, by
applying the contemporary community standards."*

Between Ranjit Udeshi and Aveek Sarkar, the test of ‘obscenity’ has undergone a huge
136

metamorphosis.™ However, in the absence of any legislative developments, it continues to be tainted
with ambiguities.”*” Before the community standards test was adopted by the Supreme Court, the
Calcutta High Court had remarked, "A very difficult aspect of the law of obscenity is lack of any
precise definition. Perhaps no authority in the world has been able to define obscenity in any concrete
terms."** This remains true to date and the community standards test remains vague and ambiguous,

which leads to inconsistent application of the standard.**

In terms of learnings for trademark law, obscenity of marks should be adjudged in accordance with
the ‘community standards test,” giving effect to the sensibilities of an average reasonable person.
Further, a review of the cases regulating obscene materials reveals that the bar against obscenity is
primarily concerned with regulating sexual themes. Unlike other common law countries that use the
community standards test to prohibit just the most offensive hard-core pornographic material, Indian
courts take a far broader view.**

Despite the Indian court’s paternalistic stance towards sexual undertones, the law of obscenity does
not intercept issues without sexual connotations. For example, dealing with the question of whether
filthy abuses constitute obscenity, the Chhattisgarh High Court held that, "So far as obscenity is
concerned, it should be something to do with morals or sex and it should have tendency of depraving
impressionable minds. Filthy abuses, therefore, cannot be said to be obscene abuses."*

Examining the application of the bar against scandalous and obscene matter

Having identified the possible meanings of the terms ‘obscene’ and ‘scandalous,’” this section
examines how the Registrar of Trade Marks administers s.9(2)(c). The examination is carried out
through (1) The Trade Marks Manual,*** which explains the practice and procedure of the Trade
Marks Registry, and (2) The Trade Marks Register,"** which contains a record of all the trademark

applications filed before the Trade Marks Registry.
Trade Marks Manual

Section 98 of the Trade Marks Act, 1999 gives due recognition to the practice of the trademark
registry. This provision empowers the Registrar of Trade Marks to participate in legal proceedings
where the relief sought involves the alteration or rectification of entries in the Trade Marks Register, or
in matters concerning the operational procedures of the Registry.*** In order to promote consistency
and transparency in the discretionary powers exercised by the functionaries of the Trade Marks
Registry, a Trade Marks Manual is prepared. The manual encapsulates the provisions and practices
outlined in Trade Marks Act, 1999, and Trade Marks Rules, 2017, presenting them along with the
office procedures in a simplified and coherent manner.*** It derives its relevance from s.98, and
functions as a general guide enumerating and explaining the practice of the Trade Marks Registry.

This section explores the interpretation of s.9(2)(c) by the Indian Trade Marks Manual.
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The interaction of morality and scandal plays a controversial role in trademark law. Expressing their
disagreement with the English law’s approach to this interaction, the Indian lawmakers turned to the
Australian legal model in 1955, which expressly dissociates morality *E.I.P.R. 235 from scandal.**
The Indian Trade Marks Manual fails to accommodate this statutory lineage and its effect on the
interaction of morality and scandal. The Manual notes, "Scandalous marks are those likely to offend
accepted principles of morality."** The manual’s explicit reference to morality is contrary to the
legislative origin of the bar against scandalous marks and can lead to overbroad regulation.

Apart from considerations of morality, the Australian law also distinguishes between scandalous
marks and marks that are in ‘crude,” ‘bad taste’**® and marks which have the potential to be used
offensively.**® The Indian Trade Marks Manual makes both these distinctions. It differentiates between
marks which are merely distasteful and ones which are scandalous or obscene. Differentiating
between these diverse categories of marks requires an examination of the context of use. Some
trademarks may be acceptable when used in connection with products marketed to adults but may be
unacceptable when used in connection with products marketed to children.**® The Indian Manual
accommodates both these axioms. It notes that "For goods intended for adults such as alcohol and

contraception there may be less cause for concern."**

An objection within s.9(2)(c) would be justified only when the mark would cause outrage or
significantly undermine religious, family or social values, to an identifiable section of the public.*>* This
assessment should be conducted objectively only giving effect to the current public opinion without

setting new moral standards.*

Lastly, when determining the meaning of the term ‘scandalous,’ it is important to identify the relevant
population which finds the subject term offensive. The Australian Trade Marks Manual and the ATMO
have clarified this position in the Kuntswear Pty. Ltd., where it was held: "it is sufficient if the result of
the user of the trade mark will be that a not insubstantial number of people will be, or are likely to be,
shocked."** Similarly, the Indian Trade Marks Manual notes that a scandalous mark should cause

outrage within an identifiable section of the public.**

Unlike the term ‘scandalous,” the Trade Marks manual does not identify the meaning for the term
‘obscene.’ It only suggests that the obscene trademarks are to be adjudged through an objective
assessment. More importantly, it suggests that while vulgar and racially insulting marks would be
subjected to a blanket objection, obscene marks can be permissible in certain situations.*** This
proposition poses two significant problems.

First, as discussed above, Indian courts draw a clear distinction between obscene and vulgar
language, with the latter being tolerated and the former being entirely prohibited.**" It would appear
that the manual suffers from a doctrinal inconsistency where vulgarity is considered more heinous
than obscenity. Secondly, once an objective assessment determining the ‘obscene’ nature of the
mark has been confirmed, the Registrar is bound to reject the mark. Section 9(2)(c) clearly stipulates
a ban against marks which contain "scandalous or obscene" matter. Principles of statutory
interpretation dictate that the use of "or" in statutory language is disjunctive.**® This means that both
the words before and after ‘or' must be given effect.™® Consequently, the word "obscene" must
receive individual interpretation and definition. Thus, the manual’s position that obscene marks can be
allowed in some circumstances is manifestly incorrect.

Trade Marks Register

In scrutinising the Trade Marks Manual, s.3.1 of the study underscores the inconsistencies in
delineating the criteria for barring ‘scandalous’ or ‘obscene’ matter. Despite being identified as a
compendium of the Trade Mark Registry’s office actions, the Trade Marks Manual is conspicuously
unclear and furnishes inaccurate guidance on the application of s.9(2)(c). As expounded in this
section, these ambiguities contribute to pronounced inconsistency and incoherence in the operations
of the Trade Marks Registry.

This section of the study takes an anecdotal approach to identifying potentially scandalous marks in

the Indian Trade Marks Register. By examining the literature, this *E.I.P.R. 236 study identifies terms
that have previously been deemed scandalous, immoral, or obscene.*®® With categories ranging from
religious themes to profanity and vulgarity,®* the authors used these terms to conduct randomized

searches of the Indian trade mark register in order to identify potentially scandalous marks and create
a purposive sample.
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To effectively present their findings, the authors adopt the framework proposed by Profs Beebe and
Fromer, who surveyed 3.6 million trademark applications filed with the USPTO and identified 1,901
applications that were objected to on the basis of containing scandalous or immoral content under
s.2(a) of the Lanham Act.”*> Beebe and Fromer categorized these marks into three distinct categories
that highlight the overbroad and incoherent nature of the bar against scandalous and immoral marks.
They are, (1) those where similar marks already subsist on the register, (2) those where marks were
allowed to overcome the objection, and (3) those where identical marks were not issued a similar
objection.*®

The authors in the present study categorize their purposive sample within the same three categories
suggested by Beebe and Fromer. By doing so, the present study highlights the inconsistencies and
confusions in the application of s.9(2)(c) of the Trade Marks Act, 1999. While this approach is
anecdotal in nature, and only relies on a purposive sample, it provides valuable insights into the
issues surrounding the application of this section and its potential impact on trademark registration in
India.

Combined Section 9(2)(c) and Section 11 objections

In some cases, the Registrar opposes a trademark application on the grounds that it contains
obscene or scandalous matter,** and also claims that an identical or confusingly similar mark already
exists on the Trade Marks Registry.”® Such objections imply that while the subject trademark
application contains scandalous or obscene matter, similar marks continue to subsist on the register.
Beebe and Fromer suggest that such objections provide the strongest evidence of the arbitrary and
inconsistent application of the morality-based proscriptions in trademark law.*®® The present paper
identifies the marks in this category by conducting representative searches of potentially scandalous

and obscene terms on the Trade Marks Register.

For example, an applicant applied for registration of the mark DICKS in reference to food materials
including, tea, coffee, salt, mustard etc. Objecting to the application, the Trade Marks Registrar issued
an examination report where s.9(2)(c) and s.11(1) was used concurrently. It was argued that the mark
DICKS is similar to the mark DEEKS.*®" Interestingly, the Trade Marks Registrar did not raise an
objection under s.9(2)(c) while registering the mark DEEKS.**

A similar treatment can be seen in the case of mark SEX DRIVE. An objection for scandalous or
obscene nature was issued in concurrence with the bar against registration of similar marks.**® The
Registrar objected that the mark SEX DRIVE is similar to the marks SEX HIT*® and SEX BOMB.***
Neither of the cited marks received an objection for containing scandalous or obscene language.

This category is best illustrated in the prosecution of the mark SANSKARI SEX (Cultured Sex). The
mark was applied for by the Digital Radio (Delhi) Broadcasting Limited. The proprietor filed two
applications, one for a word mark and one for a device mark. The Registrar held that while the device
mark was scandalous and also similar to multiple marks subsisting on the register,*” the word mark

was only scandalous and not similar to any subsisting marks.**
Applications that overcame an objection under Section 9(2)(c)

In some cases, the Trade Marks Registrar objects to the registration of a mark for containing
scandalous or obscene matter, but then allows the mark to be published. A review of such
applications provides further evidence of the arbitrary conduct of the Trade Marks Registrar.

For example, the Chennai Trade Marks Office objected to registration of the mark BOOBS & BUDS
for containing scandalous or obscene matter.*”* The applicant’s reply to the Registrar’s objections did
not *E.I.P.R. 237 contain any arguments about the scandalous or obscene content of the mark. The
applicant only stated that the objection is "not sustainable and may thus kindly be waived." The
registrar waived the objection and the mark was advertised on November 18, 2022. When a similar
response was submitted by an applicant who applied for the mark BIG BOOBS, the Ahmedabad

Trade Marks Office did not waive the objection and the mark was refused.*”

Similarly, in 2019 an applicant applied for the mark NANGA PUNGA (Nude/Naked). The examination
report objected to the registration of the mark under s.9(2)(c) of the Trade Marks Act, 1999.*° In his
reply, the applicant merely noted that when viewed as a whole, the mark did not convey any
relationship with the goods in reference to which it is sought to be applied. The objection was
revoked, and the mark was advertised in October 2019.
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Applications for Scandalous or Obscene marks that never received a Section 9(2)(c)
refusal

This subsection deals with marks where the Trade Marks Registrar has not issued an objection under
5.9(2)(c) while similar or identical marks have been objected as scandalous or obscene. The Indian
Trade Marks Register is replete with examples of such incoherent treatment. Similar to the other two
categories discussed above, relying on terms identified after a literature review, the authors conduct
randomized representative search of the Trade Marks Register and discuss the results below.

For example, an applicant applied the mark BAKCHODI CORNER* in reference to hotels restaurant
and catering services. The Chennai Trade Marks office objected to the registration of the mark for
being scandalous and obscene and eventually refused the registration of the mark.*”® Similar marks
such as BOB BAAP OF BAKCHOD,*™ AIB ALL INDIA BAKCHOD* have been registered in the
Trade Marks register, while the mark TOH SHURU KARTE HAIN BINA KISI BAKCHODI KE

proceeded without any objection for scandalous and obscene matter.**

For the mark BIG BOOBS, the Ahmedabad registry cited that the mark is scandalous or obscene.***

However, similar marks containing the constituent term BOOBS did not receive an objection under
5.9(2)(c). For BOOBS BOOM, the registry did not cite an objection for scandalous or obscene matter.
183

For the constituent term BITCH, the mark BEACH BITCH was objected to and refused registration for
being scandalous or obscene.*** However, similar marks such as BOSS BITCH,*** BEING BITCH*®
and CHILLY BITCH" were not objected under s.9(2)(c). At the same time, multiple marks such as
BASIC BITCH,**® LAZY BITCH** and SKINNY BITCH** did not receive an objection and continue to
subsist on the register.

Similar trends can be observed for the term SEX. The marks SEX O PLEASE,*** NO SEX PLEASE,**
SANSKARI SEX'* and AS-SEX™ have been objected for being scandalous or obscene. However,
multiple marks including the term SEX continue to subsist on the register, including LUNIO SEX
EDUCATION,™ SEX HIT,*® SEX GEL'* and BTS BETTER THAN SEX.***

This confusion is best reflected in the mark SEX X applied for in 2016. The applicant had filed two
applications for the registration of the mark in two different sets of goods. In reference to dietetic and
energy boosting food the Trade Marks Registrar objected the mark for being scandalous or obscene.
2 However, no such objection was issued in the application for registration in reference to medicinal

and pharmaceutical preparations.”®

Conclusion

Morality-based proscriptions on registration of trademarks suffer from a unique disability in India: the
absolute lack of judicial and academic engagement. The present paper attempts to address this
disability in two steps. First, determining the ideal scope and interpretation of the terms *E.|.P.R. 238
‘scandalous’ and ‘obscene’ in Indian trademark law. Second, examining the conduct of the Indian
Trade Marks Registrar to identify the implementation of s.9(2)(c) of the Indian Trade Marks Act, 1999.

The legislative history of the prohibition against ‘scandalous’ marks point to a purposeful legislative
choice to depart from English law and embrace Australian law. Therefore, the precedents and
guidelines from Australian law should be influential in understanding what constitutes ‘scandal’ in
Indian trademark law. Unlike the bar against ‘scandalous’ matter, there is no guidance as to why,
how, and at what stage Indian trademark law rejected the registration of marks which contain
‘obscene’ matter. However, the word may have been borrowed from Indian criminal law, which
employs a ‘community standards test’ to identify obscene material.

The current guidelines notified by the Registrar of Trade Marks completely disregard the statutory text
and legislative history of s.9(2)(c). Further, a representative review of the Trademarks Register does
not reveal any consistent framework for implementing s.9(2)(c). Virtually identical marks have been
subjected to different treatment, demonstrating that the Indian Trade Marks Registrar does not
provide any coherent guidelines for implementing the ban against scandalous and obscene marks.
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